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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under trie provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 04 August 2006 . 
2a)S This action is FINAL. 2b)0 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 03 Claim(s) 28-32 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) E3 Claim(s) 28-32 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)0 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) E3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IEI All b)D Some * c)0 None of: 

1 .C3 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) 

2) P Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) O Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) O Other: . 
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DETAILED ACTION 

1 . The remarks, amendments, and declarations filed 4 August 2006 have been entered. 
Claims 28 - 32 are pending and under examination. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Withdrawn Rejections and Objections 

3. The following rejections and objections made in the previous office action are withdrawn: 

A. The objection to claim 29 is withdrawn in light of the amendments. 

B. The rejection under 35 USC 112, first paragraph for lack of enablement 
commensurate in scope with the claims is withdrawn in light of the amendments. 

C. The rejections under 35 USC 1 12, first paragraph for lack of adequate written 
description (both written description and new matter) are withdrawn in light of the amendments. 

D. The rejections under 35 USC 102(b) over Hillman, He, and Rosen are all withdrawn 
in light of the amendments. The references do not teach proteins consisting of SEQ ID NO:1 or 
the fragments of SEQ ID NO:1 recited in the claims. 

E. The rejection under 35 USC 103(a) is withdrawn in light of the amendments to claim 
31. Wu does not teach compositions as recited in claim 31. 

Maintained Rejections 
Claim Rejections - 35 USC § 102 

4. Claims 28 - 30 are rejected under 35 U.S.C. 102(e) as being anticipated by Wu (WO 
2004/030615, international filing date 29 September 2003, claiming benefit of U.S. Provisional 
application 60/414971, filed 2 October 2002). 

This rejection is maintained for the reasons of record. Briefly, Wu teaches SEQ ID 
NO:301, which is identical to applicant's SEQ ID NO:1. Wu also teaches labeling the protein as 
recited in claims 29 - 30. Note that the rejection of claim 31 is withdrawn in light of the 
amendments. 

The declaration filed on 4 August 2006 under 37 CFR 1.131 has been considered but is 
ineffective to overcome the Wu reference. The declaration appears to provide evidence that 
inventor Mikishoba had reduced to practice the protein of SEQ ID NO:1 before the effective 
filing date of Wu. However, in order, to overcome a rejection over prior art, the declaration must 
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be signed by all inventors. Alternatively, a declaration signed by less than all named inventors 
of an application may be accepted where it is shown that less than all named inventors of an 
application invented the subject matter of the claim or claims under rejection. See MPEP § 
715.04. Here, there is no evidence of record as to who invented the subject matter of claim 28. 
Thus, because the declaration is not signed by all inventors, it is not sufficient to overcome the 
rejection over Wu. 

Rejections Necessitated by Amendment 
Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 31 and 32 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 31 depends from claim 1, but claim 1 is canceled. It would be impossible for the 
artisan to determine the scope of claim 31 or of dependent claim 32. 

Claim Rejections - 35 USC § 103 

6. Claims 28 - 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dekker 
(2002. Immunogenetics 53:993 - 1001) in view of Tabor (1990. Current Protocols in Molecular 
Biology 16.2.1 - 16.2.11). Note that Dekker was published online 13 February 2002, i.e. more 
than one year before the instant application was filed in this country. 

Dekker teaches nucleic acids which encode the protein of instant SEQ ID NO:1 . Dekker 
sets forth the predicted amino acid sequence (see Figure 1) and teaches that the protein is 
expected to be 530 amino acids long (see abstract, and p. 997). Dekker teaches that the 
mRNA encoding the protein is expressed in dendritic cells of the immune system, and that the 
protein is predicted to have catalytic enzyme activity similar to that of AHCY, a previously-known 
protein. However Dekker does not teach isolated protein as recited in claim 28. 

Tabor teaches methods of making recombinant protein in E. Coli from any given nucleic 
acid sequence. The reference teaches how to express and purify proteins, which is on point to 
claim 28, and how to incorporate radiolabels, which is on point to claims 29 - 30. However 
Tabor does not teach nucleic acid encoding SEQ ID NO:1 . 
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It would have been obvious to one of ordinary skill in the art to use the methods of Tabor 
to make protein encoded by the nucleic acid disclosed by Dekker. The motivation to do so 
would be to screen for drugs which modulate dendritic cell function and antigen presentation. It 
would be reasonable to expect success, as Dekker teaches that the protein is expressed in 
dendritic cells and predicts the protein will have certain enzyme functions given the similarity to 
previously-known sequences. 

Conclusion 

7. No claim is allowed. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Daniel Kolker whose telephone number is (571) 272-3181. The examiner 
can normally be reached on Mon - Fri 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on (571) 272-0867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Daniel E. Kolker, Ph.D. 
September 25, 2006 



ROBERT C.HAYES, PH.D. 
PRIMARY EXAMINER 



